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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statement filed 12082004 fails to comply with 37 CFR 

1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each non- 
patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the following documents referred to therein have not been considered: 
GB 834,376 and JP 48013399A (Abstract). 

2. The following documents were cited twice in the information disclosure statement 
filed in Paper 20041208: US 6,586,522 and US 5,258,458 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 37 
CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

6. Claims 1-14 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kurita et al (US 4,985,286). 

Regarding claims 1 , 8 and 9, Kurita et al discloses a composition comprising (A) 
100 parts by weight of at least one organosiloxane copolymer having a general formula (I) 
R1nSiO(4-n)/2, where each R1 is independently chosen from a hydrogen atom or a 
monovalent hydrocarbon group comprising 1 to 10 carbon atoms, provided greater than 80 
mole percent of R1 are methyl groups, n is a value from 0.8 to 1 .5, greater than 50 mole 
percent of the copolymer comprises R1 SI03/2 units, and having hydroxyl content (col. 3, 
lines 55 - col.4, line 4 , col. 10, lines 13-42 and col. 12, lines 14-30); This occurs when a 
is zero and the hydroxyl content of the composition denoted by X is removed from the 
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formula and calculated as a weight percent; (B) 10 to 120 parts by weight of at least one 
polyorganosiloxane having a general formula (II) 

R2R32SiO(R32Si02/2)a(R3Si03/2)bSiR32R2 where each R2 is an independently chosen 
hydrogen atom, monovalent hydrocarbon group comprising 1 to 10 carbon atoms, hydroxy 
group, or alkoxy group, each R3 is independently chosen from a hydrogen atom or a 
monovalent hydrocarbon group comprising 1 to 10 carbon atoms, a is an integer from 2 to 
2000, and b is chosen such that b/(a+b) is from 0 to 0.05 (col.4, lines 7-27, col.6, lines 26- 
62, col. 14, lines 27 - 68) ; and (C) 0.01 to 7 parts by weight of at least one metal alkoxide 
per 100 parts by weight of component (A) ( col. 8, lines 12 — 18). 

Kurita et al discloses all of the claims limitations as set forth above, but the reference does 
not explicitly disclose the hydroxyl content weight percent range of the organosiloxane (A) 
nor the range of the parts by weight amount of the metal alkoxide. The hydroxyl content 
weight percent range of organosiloxane (A) or/and the parts by weight amount of the metal 
alkoxide are not considered to confer patentability to the claims. As the intensity of the 
odor given off by the by- product of the curing process and the rate at which the curing 
occurs are variables that can be modified, among others, by adjusting said hydroxyl 
content and parts by weight amount of the metal alkoxide, with said intensity of odor given 
off by the by- product of the process decreases while the rate of the reaction increases as 
the hydroxyl content of the.organosiloxane and the parts by weight of the metal alkoxide 
are decreased and increased respectively, the precise hydroxyl content of organosiloxane 
(A) and the parts.by weight amount of the metal alkoxide.would have been considered a 
result effective variable by one having ordinary skill in the art at the time the invention was 
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made. As such, without showing unexpected results, the hydroxyl content weight percent 
of organosiloxane (A) and the parts by weight amount of the metal alkoxide cannot be 
considered critical. Accordingly, one of ordinary skill in the art at the time the invention 
was made would have optimized, by routine experimentation, hydroxyl content weight 
percent of organosiloxane (A) and the parts by weight amount of the metal alkoxide in the 
composition of Kurita et al to obtain the desired balance between the intensity of the.odor 
given off by the by-product and the rate of the curing process (In re Boesch, 617 F.2d. 272, 
205 USPQ 215 (CCPA 1980)), since it has been held that where the general conditions of 
the claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. (In re Aller, 105 USPQ 223). 

Regarding claim 2, Kurita et al discloses all the claim limitations as set forth above 
and further discloses a composition where each R1 is independently chosen from alkyl 
groups comprising 1 to about 8 carbon atoms and n is a value from 1 to 1 .5 (col. 9, line 60 
- col. 10, line 42 and col. 12, lines 16 - 27). Taking the polyorganosiloxane R-1, as an 
example, a is zero, (a+b) which is n is 1 , and the value of c is 0.62 which when excluded 
from the formula and calculated as weight percent is approximately 13.59%, substituting 
this values into the equation gives CH3Si03/2 with 13.59% hydroxyl content weight 
percent. 

Regarding claim 3, Kurita et al discloses all the claim limitations as set forth above 
and further discloses a composition where each R1 is methyl, n is a value from 1 to 1 .3, 
greater than 70 mole percent of the organosiloxane copolymer comprises R1Si03/2 units, 
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and the organosiloxane copolymer comprises essentially no Si04/2 units (col. 9, line 60 - 
col. 10, line 42 and col. 12, lines 16 - 27). 

Regarding claim 4, Kurita et al discloses all the claim limitations as set forth above 
and further discloses a composition where each R2 of component (B) is an independently 
chosen alkyl group comprising 1 to 8 carbon atoms (col. 14, line 26 - col. 15, line 19). 

Regarding claim 5, Kurita et al discloses all the claim limitations as set forth above 
and further discloses a composition where R2 is methyl (col. 14, line 26 - col. 15, line 19). 

Regarding claim 6, Kurita el al discloses all the claim limitations as set forth above 
and further discloses a composition where the metal alkoxide has the formula M(OR4)4, 
where M is titanium or zirconium and each R4 is independently chosen from alkyl groups 
comprising 1 to 12 carbon atoms or hydroxylated alkyl groups comprising 1 to 12 carbon 
atoms and containing less than 4 hydroxyl groups (col. 8, lines 16—18). 

Regarding claim 7, Kurita et al discloses all the claim limitations as set forth above. 
Though Kurita et al did not disclose a specific range for the number of carbon atoms 
present in the alkyl groups of the titanium alkoxides (titanic acid esters), tetrabutyl titanate 
(a higher homologue with an alkyl group of 4 carbon atoms) was preferred over tetrapropyl 
titanate (a lower homologue with an alkyl group of 3 carbon atoms) for safety and health 
reasons (col. 8, lines 19-22). Members of same homologous group have similar chemical 
properties and the boiling points increase down the group with higher members having 
higher boiling points than lower members, hence higher members are less volatile than 
lower members and are safer to handle during chemical reactions; However, the lesser 
the volatility of a compound, the less reactive the compound is; Taking this into 
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consideration, it would be obvious to one of ordinary skill in the art at the time the invention 
was made to substitute tetrabutyl titanate with a higher homologue of moderate volatility. 
To do so would amount to nothing more than to use a known compound for its intended 
use in a known environment to accomplish entirely expected result. 

Regarding claims 10, 11 and 16, Kurita et al discloses all the claim limitations as set 
forth above and further discloses a composition comprising 10 to 400 parts by weight per 
1 00 parts by weight of component (A) of at least one carrier chosen from water, organic 
solvents, and silicone compounds (col. 14, line 27- col. 15, line 19). 

Regarding claim 12, Kurita et al discloses all the claim limitations as set forth above 
and further discloses a composition comprising 40 to 200 parts by weight of component 
(D) per 100 parts by weight of component (A) (col 14 line 27 - col 15 line 19). 

Regarding claims 13 and 17, Kurita et al discloses a method of preparing a 
composition comprising of mixing the components described therein. (A) 100 parts by 
weight of at least one organosiloxane copolvmer having general formula (I) R1 nSiO(4- 
n)/2, where each R1 is independently chosen from a hydrogen atom or a monovalent 
hydrocarbon group comprising 1 to 10 carbon atoms, provided greater than 80 mole 
percent of R1 are methyl groups, n is a value from 0.8 to 1 .5, greater than 50 mole 
percent of the copolymer comprises R1 Si03/2 units, and having hydroxyl content (B) 10 
to 120 parts by weight of at least one polyorganosiloxane having a general formula 
R2R32SiO(R32Si02/2)a(R3Si03/2)bSiR32R2 where each R2 is an 5 independently 
chosen hydrogen atom, monovalent hydrocarbon group comprising 1 to 10 carbon atoms, 
hydroxy group, or alkoxy group, each R3 is independently chosen from a hydrogen atom 
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or a monovalent hydrocarbon group comprising 1 to 10 carbon atoms, a is an integer from 
2 to 2000. and b is chosen such that b/(a+b) is from 0 to 0.05; and (C) 0.01 to 7 parts by 
weight per 1 00 parts by weight of component (A) of at least one metal alkoxide; the 
composition further comprises at least one carrier chosen from water, organic solvents and 
silicone compounds (col. 12, lines 33 - 42 and col. 14, line 27 - col. 15, line 18). 

Regarding claims 14 and 18, Kurita et al discloses all the claim limitations as set 
forth above and further discloses a method for treating substrates comprising applying the 
composition to a substrate (col. 12, lines 52—53). 

6. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurita et 
al (US 4,985,286) as applied to claim 1 above in view of Amidaiji et al (US 6,451 , 437) 

Regarding claim 15, Kurita et al discloses all the claim limitations as set forth above. 
Additionally the reference discloses a method for treating a glass substrate (abstract), but 
does not however disclose the method for treating substrates, where the substrate is 
chosen from leather, wood, textile fabrics, fibers, and masonry. 

Amidaiji et al discloses a curable composition comprising an organosiloxane 
copolymer having hydroxyl content (col .2, lines 51-53) at least one polyorganosiloxane 
(col.11, lines 30 - 61) and a titanate catalyst (col. 15 lines 9-22). 

Amidaiji et al further discloses a method of treating glass fiber with the curable 
composition, (col. 28, lines 66-67). 

Since Kurita et al discloses the treatment of glass substrate and Amidaiji et al 
discloses the treatment of glass fiber with an analogous composition, as set forth above, it 
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would have been obvious to one of ordinary skill in the art at the time the invention was 
made to treat glass fiber with the composition disclosed by Kurita et al while utilizing the 
method of treatment disclosed by Amidaiji et al. To do so would amount to nothing more 
than to use of a known compound for its intended use in a known environment to 
accomplish entirely expected result. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number is 
(571)270-3876. The examiner can normally be reached on Monday-Thursday, 7.15am- 
4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on (571) 272 1453. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571 -272-1 000. 



O.S.O. 



/Basia Ridley/ 

Supervisory Patent Examiner, Art Unit 4145 



